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DETAILED ACTION 



1 . This action is responsive to communications: Amendment, filed 13 June 2006, to 
the original application filed 1 8 December 2001 . 

2. Claims 1-7. 9-12, 14-22, 24-27, and 29-34 remain under 35 U.S.C. 102(b) as 
being anticipated by Mitchell (U.S. Patent 5,693,966). 

3. Claims 8 and 23 remain rejected under 35 U.S.C. 103(a) as being unpatentable 
over Mitchell (U.S. Patent 5,693,966). 

4. Claims 13 and 28 remain rejected under 35 U.S.C. 103(a) as being unpatentable 
over Mitchell (U.S. Patent 5,693,966) in view of Block (U.S. Patent 6,295,543). 



5. 



Claims 1-34 are pending. Claims 1,15, 29, and 34 are independent claims. 
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Claim Rejections • 35 USC § 102 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 
A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

6. Claims 1-7, 9-12, 14-22, 24-27, and 29-34 are rejected under 35 U.S.C. 102(b) 
as being anticipated by Mitchell (U.S. Patent 5,693,966). 

Regarding claims 1, 15, 29, and 34, Mitchell teaches a method for accessing 
network data associated with a document (See Mitchell, Figure 3) comprising: 

Converting at least a portion of said document to electronic format with a digital 
capture input device (See Mitchell, Figure 5, element Scan, wherein paper document is 
scanned. It is inherent that a scanner is used which is a digital capture input device), 
the at least a portion of said document having one or more indicia thereon (See Mitchell, 
Figure 2, element Indexing on portion of document. Also see Column 2, lines 60-65) 
the digital capture input device being operatively associated with a network (Since data 
is converted in to electronic format accessible by network or Internet as described in the 
Abstract, lines 1-3, it is inherent that scanner is operatively associated with network) 

Analyzing the at least a portion of said document in electronic format to obtain 
said one or more indicia (See Mitchell, Figure 2, element Indexing. Also see Column 2, 
lines 60-65, wherein indexing information is obtained) 

Using said one or more indicia to locate said network data, network data not 
including said document (See Mitchell, Figure 4, specifically. Column 7, lines 15-20, 32- 
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37, and 47-54, wherein Mitchell teaches a table of contents in a document represented 
as hyperlinks and those hyperlink documents can also be viewed. Hyperlinks within the 
document are considered as additional network data other than document, which is 
consistent with applicant's specification on Page 5, lines 1-14, wherein additional 
network data can be forms or coupons. It is inherent that forms or coupons are 
documents with hyperlinks within the documents) said network data being maintained at 
another device operatively associated with the network (See Mitchell, Figure 2, element 
Processing Environment, wherein a network data is obtained and 

Automatically accessing said network data (See Mitchell, Figure 3, element User 
accessing and retrieving networking information. Network data can be accessed 
automatically as described in Mitchell, Column 7, lines 32-35). It is inherent that 
network data is located on a network server (another device). 

Regarding claims 2, 17, and 31, Mitchell teaches the claimed invention of 
indexing comprising portion of text and document as described in Column 2, lines 60- 
67, wherein Mitchell teaches indexing schemes to retrieve pages containing graphics 
and text as described in Column 2, lines 67- Column 3, lines 10, and as shown in Figure 
2, element Tagged version text/graphics. 
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Regarding claims 3, 18, and 32, Mitchell teaches the claimed invention of 
providing the at least a portion of said document with one or more tags before the at 
least a portion of said document is converted to electronic format with said digital 
capture input device; analyzing the at least a portion of said document in electronic 
format to obtain said one or more tags; and 

Using said one or more tags to locate said network data (See Mitchell, Figure 2, 
wherein a portion of the document is tagged before being converted into electronic 
format. Portion is indexed which is equivalent to analyzing to obtain tag information and 
to obtain network data. Also see Mitchell, Column 3, lines 1-10. 

Regarding claims 4, 19, and 33, Mitchell teaches HTML tags. It is inherent tags 
are HTML tags which are machine readable as claimed. 

Regarding claims 5, 6, 10, 20, 21, and 25, Mitchell teaches the claimed 
invention of receiving network data at user or input device as shown in Mitchell, Figure 
3, element User Display. 

Regarding claims 7 and 22, Mitchell teaches the claimed invention of printing 
network data as described in Mitchell, Column 2, lines 30-34. Also see Mitchell, Figure 
15, which describes printing at different resolutions. 
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Regarding claims 9 and 24, Mitchell teaches the claimed invention of receiving 
data at network device as described in Mitchell Abstract, lines 1-3. 

Regarding claims 11 and 26, Mitchell teaches the claimed invention of sending 
portion of document from scanner to user as shown in Mitchell, Figure 3 

Regarding claims 12 and 27, Mitchell teaches obtaining one or more indicia 
using character recognition as shown in Mitchell, Figure 2, element Indexing and OCR. 
OCR is also shown in Mitchell, Figure 3. 

Regarding claims 14, 16, and 30, Mitchell teaches scanning as described 
above. It is inherent that scanner is multi-function device with scanning and converting 
functions. 
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Claim Rejections - 35 USC § 103 



The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 1 02 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

7. Claims 8 and 23 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Mitchell (U.S. Patent 5,693,966). 

Regarding claims 8 and 23, Mitchell teaches the claimed invention as desaibed 
above with respect to claim 1 . Mitchell teaches receiving network data through the 
Internet as described in Mitchell, Abstract, lines 1-3. However, Mitchell fails to teach 
receiving as e-mail. E-mail is received through the Internet as is well known in the art. 
An official notice is taken. Therefore it would have been obvious for a person with 
ordinary skill in the art at the time of the invention to incorporate well-known method of 
receiving data with e-mail in the method of Mitchell because it provides customized 
data. 
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8. Claims 1 3 and 28 are rejected under 35 U.S.C. 1 03(a) as being unpatentable 
over Mitchell (U.S. Patent 5,693,966) in view of Block (U.S. Patent 6,295,543). 

As per claims 13 and 28, Mitchell teaches the claimed invention as described 
above with respect to claim 1 . Mitchell fails to teach determining frequency for each of 
one or more words, comparing the frequency to work frequency list and using a result to 
locate network data. However, Block does. Specifically, Block teaches the claimed 
invention of determining frequency for each of one or more words (See Block, Figure 3, 
element Frequency calculation. Also see Block, Column 3, lines 45-55) comparing the 
frequency to word frequency list and using a result to locate network data (Block 
teaches calculating correlation between word and class based on frequency, which is 
interpreted equivalent to claimed comparison). 

Therefore it would have been obvious for a person with ordinary skill in the art at 
the time of the invention to incorporate frequency calculation in the method of Mitchell 
because it provides relevance data for classification purposes, which is desired. 
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Response to Arguments 

9. Applicant's arguments filed 13 June 2006 have been fully considered but they are 
not persuasive. 

Applicant argues on Pages 9-10 of the Instant Amendment that Mitchell fails to 
teach that information retrieved by hyperlinks comprise network data, because, as 
Applicant states, the hyperlinks of Mitchell merely link to other portions of the document. 
The Office respectfully disagrees. Mitchell teaches that the links may be to other HTML 
documents as well as to other pages of the document (See Mitchell, Column 7, lines 51- 
53). 

In response to applicant's argument that the references fail to show certain 
features of applicant's invention, it is noted that the features upon which applicant relies 
(i.e., additional information relating to the document itself) are not recited in the rejected 
claim(s). Although the claims are interpreted in light of the specification, limitations from 
the specification are not read into the claims. See In re Van Geuns, 988 F.2d 1 181 , 26 
USPQ2d 1057 (Fed. Cir. 1993). 
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Conclusion 

10. THIS ACTION IS MADE FINAL. Applicant is reminded of the extension of time 
policy as set forth in 37 CFR 1 .136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1 .136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the mailing date of this final action. 

1 1 . Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Laurie Ries whose telephone number is (571 ) 272-4095. 
If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Heather Hemdon, can be reached at (571) 272-4136. 

1 2. Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for published 
applications may be obtained from either Private PAIR or Public PAIR. Status 
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information for unpublished applications is available through Private PAIR only. For more 
information about the PAIR system, see http://pair-direct.uspto.gov. Should you have 
questions on access to the Private PAIR system, contact the Electronic Business Center 
(EBC) at 866-217-9197 (toll-free). 
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